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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-3, 5, and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Nakamichi [Pat. No. 5,028,461]. 
Nakamichi teaches an ovenware item comprising a thermoplastic polymer with a filler 
(abstract), the filler being carbon black containing graphite (column 3, line 53), up to 
70% carbon black (abstract), the item inherently possessing a thermal conductivity of at 
least 2 W/mK, and the polymer having a heat distortion temperature of at least 270°C 
(column 4, line 54). If not inherent, then it would have been obvious to one of ordinary 
skill in the art to provide more carbon black in Nakamichi since an increased amount of 
susceptor filler would have provided increased and faster browning of the food product 
during microwaving, as well as better heat resistance, oil resistance, and mechanical 
strength (abstract). 

3. Claims 1-3, 5, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
WO 98/48414 (represented in the below explanation by Suzuki et al [Pat. No. 
6,641,878]). 

Suzuki et al teach an article comprising a thermoplastic polymer having a thermal 
conductivity of 1-3 W/mK (column 8, line 29), a melting point/glass transition point of at 
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least 250°C (column 8, line 1 5), and a filler in the form of graphite (column 5, line 1 ) 
which naturally has a thermal conductivity in excess of 50 W/mK. It is noted that the 
claims do not define any sort of physical structure besides being an "article" or "item". 
Furthermore, the recitation "ovenware item" has not been given patentable weight 
because the recitation occurs in the preamble. A preamble is generally not accorded 
any patentable weight where it merely recites the purpose of a process or the intended 
use of a structure, and where the body of the claim does not depend on the preamble 
for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. 
Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Also, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

4. Claims 1 -1 0 are rejected under 35 U.S.C. 1 02(b) as anticipated by Nagano et al 
[Pat. No. 5,976,406]. 

Nagano et al teaches an item comprising a liquid crystal polymer with a filler (abstract), 
the filler being graphite (column 4, line 40), the filler comprising 1 5-1 80 parts based on 
100 parts of the polymer (abstract), the item inherently possessing a thermal 
conductivity of at least 2 W/mK, and the polymer having a heat distortion temperature of 
at least 270°C (abstract). It is noted that the claims do not define any sort of physical 
structure besides being an "article" or "item". Furthermore, the recitation "ovenware 
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item" has not been given patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely 
recites the purpose of a process or the intended use of a structure, and where the body 
of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). Also, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
5. Claims 1-6 and 9 are rejected under 35 U.S.C. 102(b) as anticipated by Nomura 
et al [Pat. No. 5,529,716]. 

Nomura et al teaches an item comprising a liquid crystal polymer with a filler (abstract), 
the filler being aluminum (abstract), the item possessing a thermal conductivity of about 
2 W/mK (Table 2, Example 12), and the polymer having a heat distortion temperature of 
at least 340°C (column 2, line 17). It is noted that the claims do not define any sort of 
physical structure besides being an "article" or "item". Furthermore, the recitation 
"ovenware item" has not been given patentable weight because the recitation occurs in 
the preamble. A preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where 
the body of the claim does not depend on the preamble for completeness but, instead, 
the process steps or structural limitations are able to stand alone. See In re Hirao, 535 
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F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). Also, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 

Response to Arguments 

6. Applicant's arguments filed 1/26/09 have been fully considered but they are not 
persuasive. 

Applicant argues that Nakamichi does not use carbon black. However, 
Nakamichi clearly teaches using carbon black as the filler (column 3, line 53). 

Applicant argues that Nakamichi does not explicitly state using a highly 
thermally-conductive filler. However, Nakamichi clearly teaches using carbon black as 
the filler (column 3, line 53). Carbon black contains graphite, which is the preferred 
material of applicant (see claims 7-8, 10). 

Applicant argues that the examiner used hindsight. However, "hindsight" is only 
applicable to obviousness rejections relying upon a combination of references (ie 35 
U.S.C. 103). The present rejections are anticipation rejections (ie 35 U.S.C. 102). 

With regard to the preamble, applicant's current amendment has actually 
broadened the claim, where now it only requires an "article" which can be used an 
"ovenware item". Clearly, the above refernces are all capable of use as "ovenware 
item". Furthermore, the term "ovenware item" does not even cooking a food. It only 
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requires the "article" to be capable of withstanding oven conditions, for instance clay 
items are commonly baked in ovens and smokehouses (which operate at relatively low 
temperatures) are often considered to be ovens. 

A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., cooking of food in the article) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the dimensions or shape of the article, as well as the portion size) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 



Conclusion 
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7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Drew E. Becker whose telephone number is 571-272- 
1396. The examiner can normally be reached on Mon.-Fri. 9am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Drew E Becker/ 

Primary Examiner, Art Unit 1794 



